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Office Action Summary 



Application No. 
08/971,851 



Examiner 



Hien Tran 




□ Responsive to communication(s) filed on ^ _ 

□ This action is FINAL. 

□ Since this appiication is in condition for allowance except for formal ma«e. prose^^^^^^^^ as to the merits is Cosed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

37 CFR 1.136(a). 



Disposition of Claims 

1X1 Claim(s) 1-25 



Of the above, claim{s) 
□ Claim(s) 



H C!aim(s) 1-25 

□ Claim(s) 

□ Claims 



_ is/are pending in the application. 

is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

H See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Qpproved Qisapproved. 

K The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 ..^o .hq/oWh^ 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . ■ 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)), 
♦Certified copies not received: ^ _ ~ — ■ 

□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

K Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

H Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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DETAILED ACTION 
Drawings 

1 . TTiis application has been filed with informal drawings which are acceptable for examination 
purposes only. Formal drawings will be required when the application is allowed. 

Specification 

2. Applicant is reminded of the proper language and format for an abstract of the disclosure. 

The abstract should be in narrative form and generally limited to a single P^ J^^^^ ^^ l 
senarate sheet within the range of 50 to 250 words. It is important that the abstract not exceed 250 
: rt nt n7st e the space provided for the abstract on the computer tape used ^e prm^r 
k limited The form and legal phraseology often used in patent claims, such as means and said, 
shrd be avoideT The LLt should describe the disclosure sufficiently to assist readers m 
deciding whether there is a need for consulting the fiiU patent text for details. 

The language should be clear and concise and should not repeat information given in the title. 
It shouM avXIng phrases which can be implied, such as, JThe disclosure concerns,' The 
disclosure defined by this invention," "The disclosure descnbes, etc. 

3. The abstract of the disclosure is objected to because the use of legal phraseology is miproper 
(note "comprises" in line 3 and "comprising" in line 6). Correction is required. See MPEP 
§ 608.01(b). 

4. The specification has not been checked to the extent necessary to determine the presence of 
all possible minor errors. Applicant's cooperation is requested in correcting any errors of which 



applicant may become aware in the specification. 



Serial Number: 08/971,851 
Art Unit: 1764 



Claim Rejections - 35 USC § 112 

5. Claims 1-25 are rejected under 35 U.S.C. § 112, second paragraph, as being indefinite for 
faiUngto particdarlypointout and distinctly claim the subject matter wWch applicant 

invention. 

In claim l , line 5 it is unclear as to which surface is implied and whether the surface is the 
same as to the top and bottom surfaces set forth in line 4. See the remaining claims likewise. 
In claim 11, line 1 "claims" should be changed to -claim--. 

In claim 23, line 1 "the monolith" lacks positive antecedent basis and it is unclear as to how 
it is related to other elements of the system. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 

7. Claims 1-5, 7-19, 21-25 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 61- 
89916. 

JP 61-89916 discloses a mounting article and a method of making a mounting article 
comprising: 



-4- 
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providing a sheet material 1 having a major top and bottom surfaces, a thickness, a length, 
a width and having a plurality of score lines in the top and bottom surfaces of the sheet material 1 . 

With respect to claims 2-5, 7-8, 14-15, 17, JP 61-89916 discloses that the score lines are 
disposed across the length or width of the sheet material 1 (see Fig. 1). 

With respect to claims 10, 16, Fig. 1 of JP 61-89916 shows that the depth of the score line 
appears to be within the range of 5-90% of the thicicness of the sheet material 1 . 

With respect to claims 11,19, JP 61-89916 discloses that the sheet material 1 is ceramic 

fiber. 

With respect to claims 12, 13, 18, JP 61-89916 discloses the pollution device comprising a 
housing 3 containing a pollution control element 2 and said mounting article 1 disposed between 

housing 3 and the pollution control element 2. 

With respect to claims 24-25, JP 61-89916 discloses that the sheet material has at least one 

score line in the both top and bottom surfaces. 

Instant claims 1-5, 7-19, 21-25 structurally read on the apparatus of JP 61-89916. 
8. Claims 1-4, 6, 9, 11-14, 17-19, 21-22, 24-25 are rejected under 35 U.S.C. 102(b) as being 

anticipated by JP 2-61313. 

JP 2-61313 discloses a mounting article and a method of making a mounting article 

comprising: 
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providing a sheet material 5 having a major top and bottom surfaces, a thickness, a length, 
a width and having a plurality of score lines 1 1 in the top and bottom surfaces of the sheet material 
5. 

With respect to claims 2-4, 6, 14, 17-18, JP 2-61313 discloses that the score lines are 
disposed across the length or width of the sheet material and have length of less than the length of 

the sheet material (see Fig. 2). 

With respect to claims 11, 19, JP 2-61313 discloses that the sheet material is vermiculite. 
With respect to claims 12-13, JP2-61313discloses the pollution device comprisingahousing 

containing a pollution control element 1 and said mounting article 5 disposed between the housing 

and the pollution control element 1. 

With respect to claim 24, JP 2-61313 discloses that the sheet material has at least one score 
line in the bottom surface facing the pollution control element 1 (see Fig. 2). 

Mstant claims 1-4, 6, 9, 1 1-14, 17-19, 21-22, 24-25 structurally read on the apparatus of JP 

2-61313. 

Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 
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skiU in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 148 USPQ 459, that are applied 
for establishing a background for determining obviousness under 35 U.S.C. 103(a) are summarized 
as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 
3 Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
unobviousness. 

1 1 Claims 6, 10-11,16, 19-20, 23 are rejected under 35 U.S.C. § 103 as being unpatentable over 

JP 61-89916 in view of JP 2-61313. 

With respect to claims 6, JP 2-61313 discloses that the score line has a length that is less than 

the length of the sheet material. 

It would have been obvious to one having ordinary skill in the art to select an appropriate 
length of the sheet material, such as less than the length of the sheet material as taught by JP 2-61313 
in the apparatus of JP 61-89916, as such is conventional in the art and no cause for patentable here. 

With respect to claims 10, 16, 20, the depth of the score line of JP 61-89916 appears to be 
within the range of 5-90% of the thickness of the sheet material and therefore it meets the claims. In 
any event, it would have been obvious to one having ordmary skill in the art to select an appropriate 
depth for the score line on the basis of its suitability for the intended use as a matter of obvious design 
choice, and since it has been held that where the general conditions of a claim are disclosed in the 
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prior art, discovering the optimum or workable ranges involves only routine skill in the art. In re 
AUer, 105 USPQ 233. 

With respect to claims 11, 19, JP 61-89916 discloses that the sheet material comprises 
ceramic fiber. JP 2-613 13 discloses that the sheet material comprises inorganic fiber, vermiculite, etc. 

With respect to claim 23, JP 2-61313 discloses that the monolith has round shape. 
12. Claims 5, 7-8, 10, 15-16, 20, 23 are rejected under 35 U.S.C. § 103 as being unpatentable 
over JP 2-61313 in view of JP61-89916. 

With respect to claim 5, JP 61-89916 discloses that the score line extends across the entire 

length of the sheet material. 

With respect to claim 7-8, 15, JP 61-89916 discloses that the score line extends across the 
length or width of the sheet material and therefore is perpendicular to the width and the length, 
respectively. 

It would have been obvious to one having ordinary skill in the art to select an appropriate 
length and orientation for the score lines, such as the one taught by JP 61-89916 in the apparatus of 
JP 2-61313, on the basis of its suitability for the intended use as a matter of obvious design choice. 

With respect to claims 10, 16, 20, the depth of the score line of JP 61-89916 appears to be 
within the range of 5-90% of the thickness of the sheet material and therefore it meets the claims. In 
any event, it would have been obvious to one having ordinary skill in the art to select an appropriate 
depth for the score line on the basis of its suitability for the intended use as a matter of obvious design 
choice, and since it has been held that where the general conditions of a claim are disclosed in the 
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prior art, discoverir^g the optimum or workable rar^ges involves only routine skill in the art. In re 
Aller,m USPQ 233. 

With respect to claim 23, JP 61-89916 discloses that both the top and the bottom surfaces of 
the sheet material have a plurality of score lines. 



Conclusion 

13. me Group and/or Art VriX location of your application in the PTO has changed. To aid in 
correlating any papers for .his application, all further correspondence regarding this application 
should be directed to Group Art Unit 1764. 

1 4 Anv inauiiy concerning this conmunication or earlier communications from the examiner 
ould S^men Trtn whose telephone numher is (703)^308-4253. The examtner can 
normally be .cached on Monday-Thursday ftom 7:00 AM - 6;00 PM. 

.attempts.reachtheexammerhytele^^^^^^ 

305-6357 (for Unofficial papers). 

Whenf,l,ngaFAXmO,oupma.please^^^^^^^^ 

processing of your papers. 

Communications via Internet e-mail regarding this application, other than those under 3 5 
use mTwMch otherwise require a signature, may be used by the applicant and sho-^ b^ 
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U S C 122 by the applicant. See the Interim Internet Usage Policy published in the Patent and 
Trademark Office Official Gazette on February 25, 1997 at 1 195 OG 89. 

Any inquiry of a general nature or relating to the status of this application should be directed 
to the Group receptionist whose telephone number is (703) 308-0661. 

Ajrill4,1999 ^^<^^ 

HIEN TRAN 
PRIMARY EXAMINER 
GROUP 1700 



